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REMARKS 

This Pa per is being filed in response to the non-final Office Action dated July 16 

2003. Clai m s45-4M9- 6 0,64.77,79. 8 0,and 82 . 87 wcrep H K«n g . Clauns 51 ond66 are 
canceled herein without prejudice to ApplicaDts , ^ ^ ^ ^ ^ ^ ^ 

otherapphcations. Claims 45, 50, 64 and 76 have been tended herein. Applicant, submit that 
nonew matter is introduced bythese amendments. Accordingly, Claims 45^6, 49-50, 52-60, 
64-65, 67-77, 79-80. and 82-87 remain pending. 

Rejection under 3S U.S.r. s i ,o 1 , nrnrrnpli 

Claims 64-75 have been rejected under 35 U.S.C. § 1 12, second paragraph, as 
allegedly indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant rega rds a, th, invention. Specific ^ Examiner has objected to the 
recitation of the phrase "one or more nucleic acid molecules or selected from the group 
consisting of found in claim 64 and recommended the deletion of the word "or.* The Examiner 

claim. fr«e,A P phcantshaveam OT d e dc^^ 

kindly suggested by the Examiner. AccortogJ^Apphcants revest me vrithdrawal of the 
rejection of claims 64-75. 



Rejections under 35 U.sr f in flrst oarflp t . arh 

Claims 45, 46, 49-60, 64-77, 79, 80 and 82-87 have been rejects under 35 U.S.C. 
§ n^firstparagraphasfailingtocomplywith the written description requirement. The 
Exarniner aUegcs that these claims contain subject matter which was not described in the 
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claims 45, 64, and 76. Apphcants respectMly disagree with the new matter ration. 

Apphcants assert that the specification provides sufficient support for the subject 
-tterarecte.tothen^^ 

module havin 8 a modified base, nucleotide, nucleoside, or phosphate backbone (see *r 
^^me Sl 3- 2 4of^^ 

examples of nations to the nucleic acid moires that are directed to protect such 
molecules against nuclease digestion and thereby provide greater molecular stability of the 
»tisenseco mp ound. W ^ 

2'-0-methylribosyl derivatives, G-5 propyne substitutions, and other modifications to the bases 

biochemists not altering the length and nuc.eotide sequence of the poiynucleotid. Other 

examples are discussed in the cited refrotw^ *x 

me citea references (see, for example, page 25, lines 26^28 of the 

instant specification). 

Furthermore, the phrase "chemical modification" is a term of art in general 
Chemistry, and fflp ^ 
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biochemistry to mean a chemical modification that does not alter the length and nudcotide 
sequence of the polynucleotide, such as a covalently produced analogue of an antisense 
polynucleotide. See, e.g., The Oxford Dictionary of TWWi ^ Md Mn , wll , ar 
BsvhsOm^ Oxford University Press, 2000, pp. 14!, 424 (copy attached hereto). As such, 
Applicants- use of the term "modification" in the instant specification, which is congruent with 
the generally accepted understanding in the relevant art, refers to the creation of a modified base, 
nucleotide, nucleoside, or phosphate backbone of the antisense polynucleotide, and is wholly 
inconsistent with the position that any proposed "chemical modification" would alter the length 
or sequence of the antisense polynucleotide. 

liideed, upon a review of the specification, one of skill in the art would appreciate 
that the inventors had possession of the claimed invention. As discussed above, in the context of 
antisense biochemistry, modification of a nucleic acid in a polynucleotide does not imply to the 
skilled artisan that the length or sequence of the polynucleotide would be altered. On the 
contrary, one of skill in the relevant art would fully appreciate that any chemical modification of 
an antisense molecule wouid be performed to promote its stability for therapeutic purposes, and 
it is universally recognized that changes in the length or sequence of an antisense polynucleotide 
would result in unintended, and likely undesirable, effects on its therapeutic efficacy. 

Pursuant to MPEP 2163.04, a description as filed is presumed to be adequate, 
unless or until sufficient evidence has been presented by the examiner to rebut the presumption. 
In re Wertheim 541 F.2d 257, 262, 191 U.S.P.Q. 90, 96 (C.C.PA. 1976). The Examiner has the 
initial burden of presenting by a preponderance of evidence why a person skilled in the art would 
not recognize in an applicant's disclosure a description of the invention defined by the claims. 
Wertheim 541 F.2d 263, 191 U.S.P.Q. at 97. 
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new matter. The Examiner has provided no evidence, however, that one of skill in the art would 
sameasfcenucleicaeidm^^^^^ 

Applicants' ^^^^^^^^^^^^^ 

As such, withdrawal of the c.aim rejections under 35 U.S.C. §1,2, sec0 nd 

paragraph is respectfully requested. 

Rejections under is nun r 

Tba Examiner has maintained the rejection of claims 45, 46, 49, 50, 5 54 and 

Examiner aUeges ma. Werther et al. disdose methods of treatment for protiferative and 
mflammatorvskin disorders, ^V^^^^^^^^ 
SEQ ID NO:10 in a pharmaceutically acceptable carrier. 

m response, Applicants have canceled without prejudice a.1 subject matter 

without prejudice. As amended, claims 45 and 64 are not anticipated by Werther et al. 
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Therefore, Applicants submit that claims 45 and *4 +u * a 

Wms 45 ^ ^ 3114 ^eir dependent claims 46, 49, 50 and 

65, are now allowable. 

Claim 54 does not recite SEODD NO- 1ft Th«^ * 

way id nqao. Therefore, Applicants believe that this 

claim has been erroneously rejected as anticipated by Werther et al. 

Ih view of the foregoing amendments and remarks, Applicants respectfully 

request withdrawal of the rejection of claims 45 46 49 50 Si a *a 

°> 40 > 4y ' 50 > 51 » 54 and 64-66 under 35 U S C 6 

102(b). 

CQNCLIJSTfW 

In view of the foregoing amendments and remarks, favorable consideration and 
allowance of all pending claims is earnestly solicited. 
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Applicants attach herewith a fee transmittal authoring the extension fee pursuant 
to37CF.R §§ U3 6(a)and U^ten^^^^^ Ko fee, other than the 
Wm ° nth fe °> is beIiev * *» - connection with this suasion. However, if any 

additional fee is required in connection with this communication, the Commissioner is hereby 
authorized to charge such fee pursuant to 37 C.F.R. § U 7 (p) to Deposit Account No. 02-4377. 
A duplicate copy of this page is enclosed. 



Respectfully submitted, 



Date: January 16, 2004 




RochelleK. Seide " ~ 

Patent Office Reg. No. 32,300 

PeterJ, Shen 

Patent Office Reg. No. 52,217 

30 Rockefeller Plaza 

New York, New York 101 12-4498 

Attorneys for Applicants 
(212)408-2500 
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